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Office Action Summarv 


Application No. 

09/694,776 


Applicant(s) 

SFORZO, JOSEPH 


Examiner 
JAGDISH PATEL 


Art Unit 

3624 


MA; 



The MAILING DA TE of this communication appears on the cover sheet with the correspondence address » 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days wilt be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) S Responsive to communication(s) filed on 03 May 2004 . 

2a)D This action is FINAL. 2b)IE This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 2-17.20-35 and 38-47 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) 2-17.20-35. 38-47 are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) D Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) O Interview Summary (PTO-413) 

Paper No(syMail Date. . 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 
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DETAILED ACTION 

1. This communication is in response to amendment filed 
5/3/04. 

Response to Amendment 

2. Claims 1, 18, 19, 36 and 37 have been canceled. Claims 2- 
17, 2 0-35 have been amended. 

3. As explained in the following section, the newly presented 
claims 38, 39, 40, 41, 42, 43, 46, 47 and dependent claims 2-17, 
20-35, 44 and 45 are restricted by original presentation. 

4. The reply filed on 5/3/2004 is not fully responsive to the 
prior Office Action because: It presents new inventions with 
distinct features not present in the original claims (see 
discussion of Election/restriction below.) 

The date on which the petition under 37 CFR 1.136(a) and 
the appropriate extension fee have been filed is the date for 
purposes of determining the period of extension and the 
corresponding amount of the fee. In no case may an applicant 
reply outside the SIX (6) MONTH statutory period or obtain an 
extension for more than FIVE (5) MONTHS beyond the date for 
reply set forth in an Office action. A fully responsive reply 
must be timely filed to avoid abandonment of this application. 
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Elec t ion/Res tri ctions 

5. Newly submitted claims 38, 39, 40, 41, 42, 43, 46, 47 and 
dependent claims therefrom are directed to an invention that is 
independent or distinct from the invention originally claimed 
for the following reasons: 

6. The originally claimed invention (s) presented in claims 1- 
1-18 and claims 19-35 were directed to respectively to a method 
and corresponding system for requesting approval of a (surety) 
bond over a computer network. This group of inventions involved 
providing information on a contractor and an owner/obligee 
concerning a bond, then selecting a surely who provided the bond 
and requesting approval of a selected type of the bond from the 
surety. It is emphasized that a feature of a contractor being 
provided with an authorization code was recited and treated as 
non- functional descriptive material, (see prior office action, 
pp. 7-8) . 

7. Claims 38, 2-17, 44-45, 40, 41, 20-35, 39, 41-43: The newly 
presented invention include one or more of the following 
features (1) an agent who selects approved by a surety to issue 
a surety bonds who interacts with the surety to receive a 
decision on the surety bond. (2) the agent (presumably) provides 
an authorization code for an approved bond to the applicant and 
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(3) a third party who requires the bond is permitted to use the 
authorization code and finally the (4) the surety is issued to 
the third party upon receipt of the authorization code. None of 
these features were recited as a part of the recited method or 
the system claims . 

Claims 46 and 47: these claims recites at least the 
following features not required or claimed for the originally 
claimed inventions: 

Accessing the website of a bonding agency..; and selecting 
a surety for issuing a bond from one or more surety companies 
that have pre-approved an agent applying for said bond. 

Since applicant has received an action on the merits for 
the originally presented invention, this invention has been 
constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 2-17, 20-35, and 38-47 are 
withdrawn from consideration as being directed to a non-elected 
invention. See 37 CFR 1.142(b) and MPEP § 821.03. 
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Conclusion 



Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to JAGDISH 
PATEL whose telephone number is (703)308-7837. The examiner can 
normally be reached on 800AM-600PM M-Th. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Vincent Millin can be 
reached on (703)308-1065. The fax phone number for the 
organization where this application or proceeding is assigned is 
703-872-9306. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center^ (EBC) at 866-217-9197 (toll-free). 




Llagdish N. Patel 
(Primary Examiner, AU 3624) 
8/2/04 



